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DETAILED ACTION 

1 . The evidence to show common ownership between the instant appHcation and U.S. 
Patent No. 6,477,150 by Maggenti et al filed 12-2-2005 is sufficient to overcome the prior art. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 1, 11, 21, 31, 41, and 54 are rejected under 35 U.S.C, 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The preamble of these claims including the following limitation: ' . . . a method of 
transitioning between a call in a first state and a second state. . . The body of these claims 
including the limitation: ' . . . establishing a new call using the number corresponding to the 
second state. . . This does not support the preamble. The preamble only mentions one call 
being transitioned, whereas the body of the claims discloses a new call being established in the 
second state. Appropriate action is required. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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5. Claims 1-55 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
No. 6,169,799 by Mcintosh, in view of U.S. Patent No. 4,490,583 by Bednarz et al, hereinafter 
Bednarz. 

Regarding claim 1, Bednarz discloses a communication device (Fig lA, 31) operable in at 
least two states, a method of transitioning between a call in a first state (e.g. first call; telephone 
user dials number to be called) and a second state (e.g. making a new or second call and bridging 
the first call and new call together), each state having an associated number, each number 
inherently having a prefix portion and a suffix portion, the call having at least one called party 
(e.g. called party in another telephone network) and a calling party (e.g. telephone user of Station 
SI) (col. 7, lines 25-64; col. 10, lines 1-40), the method comprising: 

requesting a change of state (e.g. this step read on the user of Bednarz placing an existing call on 
hold and selecting a new line for dialing the second telephone number; col. 9, lines 17-28; col. 
10, lines 34-39); 

sending at least the suffix portion of the number corresponding to the second state to the calling 
party (e.g. receiving a second telephone number and dialing an additional outgoing call); 
and establishing a new call using the number corresponding to the second state (col. 10, lines 1- 
40). 

Examiner takes official notice that it would be obvious for the called party to subscribe to 
multiple lines and for the called party's communication device to be operable in more than one 
state, that is having more than one number (as noted in Specification of the instant application; 
'Related Art' on page 1, lines 14-24). When the calling party calls the called party on a first line 
of the called party's communication device, the called party can verbally inform the calling party 
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of a second line of the called party's communication device. Wherein, the first line and second 
lines have corresponding telephone numbers. The calling party can call the second line by 
placing the first line on hold and then conference in both the first line and the second line. It 
would be obvious to one of ordinary skill in the art to modify Bednarz to include the called party 
having more than one telephone line and the called party informing the calling party of a second 
telephone number corresponding to a second telephone line. One of ordinary skill in the art 
would have been lead to make such a modification to transition between a first state and a second 
state and send a telephone number to a calling party in order for the calling party to know how to 
transition to a second state. 

Mcintosh discloses a communication device (e.g. calling party's telephone) (Fig. 1; col. 3, 
lines 15-44) operable in at least two states (e.g. a first call and a second call), 
a method of transitioning between a call in a first state and a second state (e.g. making a first call 
and then making a second call), each state having an associated number (e.g. dialed telephone 
number), 

each number having a prefix portion and a suffix portion (e.g. area code and called party 
number), 

the call having at least one called party and a calling party, 

the method comprising (col. 2, lines 3-50): 

requesting a change of state (e.g. making a second call); 

sending at least the suffix portion of the number (e.g. 7 digit telephone number) corresponding to 
the second state (e.g. second call) to the calling party's telephone (e.g. communication device); 
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comparing the number corresponding to the first state (e.g. 10 digit telephone number) with the 
number corresponding to the second state (e.g. 7 digit telephone number); 
appending the prefix portion of the number corresponding to the first state with the suffix portion 
of the number corresponding to the second state; and 

establishing a new call using the number corresponding to the second state (col. 3, line 45 - col. 
4, line 46; col. 7, line 66 - col. 8, line 29). 

It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify the method of Bednarz to include determining a dialing prefix for a suffix 
portion of a number of a second state as taught by Mcintosh. One of ordinary skill in the art 
would have been lead to make such a modification to include programming in the 
communication device to store predetermined numbers including the prefixes and suffixes, 
wherein when a suffix is only dialed the communication device can compare the suffix with 
other numbers in memory and append a prefix to the suffix to form a number corresponding to a 
second state. 

Regarding claim 2, the method as set forth in claim 1 mentioned above, wherein Mcintosh 
fiarther discloses comprising storing the number corresponding to the first state in memory associated 
with the calling party (Fig. 4; col. 3, line 45 - col. 4, line 24). 

Regarding claim 3, the method as set forth in claim 1 mentioned above, wherein Bednarz 
fiarther discloses comprising establishing a call in the first state prior to requesting a change of 
state (col 7, lines 25-64; col. 10, lines 1-40). 
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Regarding claim 4, the method as set forth in claim 1 mentioned above, wherein Mcintosh 
further discloses the prefix portion (Fig. 4, 210) comprises regional codes and the suffix portion 
(Fig. 4, 220) comprises the telephone number. 

Regarding claim 5, the method as set forth in claim 1 mentioned above, wherein Mcintosh 
further discloses the first state is a clear state (e.g. no match of number in memory) and the 
second state is a secure state (e.g. match of number in memory) (col. 3, line 45 - col. 4, line 46). 

Regarding claim 6, the method as set forth in claim 1 mentioned above, wherein Mcintosh 
further discloses the first state is a secure state (e.g. match of number in memory) and the second 
state is a clear state (e.g. no match of number in memory) (col. 3, Une 45 - col. 4, line 46). 

Regarding claim 7, the method as set forth in claim 1 mentioned above, wherein Mcintosh 
further discloses the first state is a voice state (e.g. calling party speaks phrases into mouthpiece) 
and the second state is a data state (e.g. dialing a seven digit phone number) (col. 3, line 45 - col. 
4, line 46). 

Regarding claim 8, the method as set forth in claim 1 mentioned above, wherein Mcintosh 
further discloses the first state is a data state (e.g. dialing a phone number that is matched in 
memory) and the second state is a voice state (e.g. calling party speaks phrases into mouthpiece) 
(col. 3, line 45 - col. 4, line 46). 

Regarding claim 9, the method as set forth in claim 1 mentioned above, wherein Mcintosh 
further discloses the first state is a first phone number (e.g. 10 digit phone number) and the 
second state is a second phone number (e.g. 7 digit phone number) (col. 3, line 45 - col. 4, line 
46). 

Regarding claim 10, the method as set forth in claim 1 mentioned above, wherein 
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Mcintosh further discloses the calling party and the at least one called party are on a wireless call 
(col. 3, lines 20-24). 

Regarding claims 1 1-20, 21-30, and 3 1-40, please see the rejection of the method in 
claims 1-10 above to reject the method in claims 1 1-20, 21-30, 31-40, respectively. 

Regarding claim 41, Bednarz discloses an apparatus (Fig lA, 31; col. 3, line 50 - col. 5, 
line 68) configured to transition between a first state (e.g. first call; telephone user dials number 
to be called) and a second state (e.g. making a new or second call and bridging the first call and 
new call together) during a call, 

each state having an associated number, each number inherently having a prefix portion and a 
suffix portion, the call having at least one called party (e.g. called party in another telephone 
network) and a calling party (e.g. telephone user of Station SI) (col. 7, lines 25-64; col. 10, lines 
1-40), the apparatus comprising: 

a receiving configured to receive a request of change of state (e.g. this step read on the user of 
Bednarz placing an existing call on hold and selecting a new line for dialing the second 
telephone number; col. 9, lines 17-28; col. 10, lines 34-39); 

and an establisher configured to establish a new call using the number corresponding to the 
second state (e.g. dialing an outgoing call) (col. 10, lines 1-40). 

Examiner takes official notice that it would be obvious for the called party to subscribe to 
multiple lines and for the called party's communication device to be operable in more than one 
state, that is having more than one number (as noted in Specification of the instant application; 
'Related Art' on page 1, lines 14-24). When the calling party calls the called party on a first line 
of the called party's communication device, the called party can verbally inform the calling party 
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of a second line of the called party's communication device. Wherein, the first line and second 
lines have corresponding telephone numbers. The calling party can call the second line by 
placing the first line on hold and then conference in both the first line and the second line. It 
would be obvious to one of ordinary skill in the art to modify Bednarz to include the called party 
having more than one telephone line and the called party informing the calling party of a second 
telephone number corresponding to a second telephone line. One of ordinary skill in the art 
would have been lead to make such a modification to transition between a first state and a second 
state and send a telephone number to a calling party in order for the calling party to know how to 
transition to a second state. 

Bednarz discloses an apparatus operable in at least two states. However, Bednarz does not 
disclose a comparer and a grouper. 

Mcintosh discloses an apparatus (e.g. calling party's telephone) (Fig. 1; col. 3, lines 15-44) 
configured to transition between a first state and a second state during a call (e.g. making a first 
call and then making a second call), each state having an associated number (e.g. dialed 
telephone number), 

each number having a prefix portion and a suffix portion (e.g. area code and called party 
number), 

the call having at least one called party and a calling party, 

the apparatus comprising (col 2, lines 3-50; col. 3, lines 32-44; col. 4, Unes 25-46): 

a receiver configured to receive a request of a change of state (e.g. making a second call); 
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a comparer configured to compare the number corresponding to the first state (e.g. 10 digit 
telephone number) with the number corresponding to the second state (e.g. 7 digit telephone 
number); 

a grouper coupled to the comparer configured to append the prefix portion of the number 
corresponding to the first state with the suffix portion of the number corresponding to the second 
state; and 

an establisher configured to establish a new call using the number corresponding to the second 
state (col. 3, line 45 - col. 4, line 46; col. 7, line 66 - col. 8, line 29). 

It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify the apparatus of Bednarz to include a comparer and grouper as taught by 
Mcintosh. One of ordinary skill in the art would have been lead to make such a modification to 
include programming in the apparatus to store predetermined numbers including the prefixes and 
suffixes, wherein when a suffix is only dialed the communication device can compare the suffix 
with other numbers in memory and append a prefix to the suffix to form a number corresponding 
to a second state. 

Regarding claim 42, the apparatus set forth in claim 41 mentioned above, wherein 
Mcintosh further discloses the receiver is further configured to receive the number corresponding 
to the second state from the calling party (col, 4, lines 25-46). 

Regarding claim 43, the apparatus set forth in claim 41 mentioned above, wherein 
Mcintosh further discloses a storage device configured to store the number corresponding to the 
first state in memory associated with the calling party (Fig. 4; col. 4, lines 5-18). 
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Regarding claim 44, the apparatus set forth in claim 41 mentioned above, wherein 
Bednarz further discloses the establisher is configured to establish a call in the first state prior a 
change of state (col. 7, lines 25-64). 

Regarding claims 45-51, please see the rejection of the method in claims 4-10 above to 
reject the method in claims 42-51, respectively. 

Regarding claim 52, please see the rejection of the method in claims 1 1 and 13 above to 
reject the method in claim 52. 

Regarding claim 53, please see the rejection of the method in claims 11-13 above to 
reject the method in claim 53, 

Regarding claim 54, please see the rejection of the method in claims 41-43 above to 
reject the method in claim 54. 

Regarding claim 55, please see the rejection of the method in claims 41-44 above to 
reject the method in claim 55. 

Response to Arguments 

6. Applicant's arguments with respect to claims 1-55 have been considered but are moot in 
view of the new ground(s) of rejection. 

7. Accordingly, this action is NON-FINAL. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 
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• U.S. Patent No. 6,035,026 by Kim discloses a communication device operable in at least 
two states and a method of transitioning between a first state and a second state (e.g. two- 
conference and three-way conference) 

• U.S. Patent No. 6,963,640 by Manning discloses a telephone dialer including a table in 
memory for determining a dialing sequence such as a long distance carrier code to be 
appended to a dialed telephone number 

9. Any response to this action should be mailed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Or faxed to: 

(571) 273-8300 (for formal communications intended for entry) 

Or call: 

(571) 272-2600 (for customer service assistance) 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lisa Hashem whose telephone number is (571) 272-7542. The 
examiner can normally be reached on M-F 8:30-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (571) 272-7547. Any inquiry of a general nature or 
relating to the status of this application or proceeding should be directed to the Group 
receptionist whose telephone number is (571) 272-2600. 

1 1 . Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
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may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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